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submitted is a record of the Office to
which all parties have access.

(c) Specification and drawings. A speci-
fication or drawing of a United States
patent application or patent is admis-
sible as evidence only to prove what
the specification or drawing describes.
If there is data in the specification or
a drawing upon which a party intends
to rely to prove the truth of the data,
an affidavit by an individual having
first-hand knowledge of how the data
was generated must be filed.

§42.62 Applicability of the Federal
rules of evidence.

(a) Generally. Except as otherwise
provided in this subpart, the Federal
Rules of Evidence shall apply to a pro-
ceeding.

(b) Exclusions. Those portions of the
Federal Rules of Evidence relating to
criminal proceedings, juries, and other
matters not relevant to proceedings
under this subpart shall not apply.

(c) Modifications in terminology. Un-
less otherwise clear from context, the
following terms of the Federal Rules of
Evidence shall be construed as indi-
cated:

Appellate court means United States
Court of Appeals for the Federal Cir-
cuit.

Civil action, civil proceeding, and ac-
tion mean a proceeding before the
Board under part 42.

Courts of the United States, U.S. Mag-
istrate, court, trial court, trier of fact, and
judge mean Board.

Hearing means, as defined in Federal
Rule of Evidence 804(a)(5), the time for
taking testimony.

Judicial notice means official notice.

Trial or hearing in Federal Rule of
Evidence 807 means the time for taking
testimony.

(d) In determining foreign law, the
Board may consider any relevant mate-
rial or source, including testimony,
whether or not submitted by a party or
admissible under the Federal Rules of
Evidence.

§42.63 Form of evidence.

(a) Exhibits required. Evidence con-
sists of affidavits, transcripts of deposi-
tions, documents, and things. All evi-
dence must be filed in the form of an
exhibit.

§42.64

(b) Translation required. When a party
relies on a document or is required to
produce a document in a language
other than English, a translation of the
document into English and an affidavit
attesting to the accuracy of the trans-
lation must be filed with the docu-
ment.

(c) Exhibit numbering. Each party’s
exhibits must be uniquely numbered
sequentially in a range the Board
specifies. For the petitioner, the range
is 1001-1999, and for the patent owner,
the range is 2001-2999.

(d) Exhibit format. An exhibit must
conform with the requirements for pa-
pers in §42.6 and the requirements of
this paragraph.

(1) Each exhibit must have an exhibit
label.

(i) An exhibit filed with the petition
must include the petitioner’s name fol-
lowed by a unique exhibit number.

(ii) For exhibits not filed with the pe-
tition, the exhibit label must include
the party’s name followed by a unique
exhibit number, the names of the par-
ties, and the trial number.

(2) When the exhibit is a paper:

(i) Each page must be uniquely num-
bered in sequence; and

(ii) The exhibit label must be affixed
to the lower right corner of the first
page of the exhibit without obscuring
information on the first page or, if ob-
scuring is unavoidable, affixed to a du-
plicate first page.

(e) Exhibit list. Each party must
maintain an exhibit list with the ex-
hibit number and a brief description of
each exhibit. If the exhibit is not filed,
the exhibit list should note that fact. A
current exhibit list must be served
whenever evidence is served and the
current exhibit list must be filed when
filing exhibits.

§42.64 Objection; motion to exclude.

(a) Deposition evidence. An objection
to the admissibility of deposition evi-
dence must be made during the deposi-
tion. Evidence to cure the objection
must be provided during the deposi-
tion, unless the parties to the deposi-
tion stipulate otherwise on the deposi-
tion record.

(b) Other evidence. For evidence other
than deposition evidence:
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§42.65

(1) Objection. Any objection to evi-
dence submitted during a preliminary
proceeding must be filed within ten
business days of the institution of the
trial. Once a trial has been instituted,
any objection must be filed within five
business days of service of evidence to
which the objection is directed. The ob-
jection must identify the grounds for
the objection with sufficient particu-
larity to allow correction in the form
of supplemental evidence.

(2) Supplemental evidence. The party
relying on evidence to which an objec-
tion is timely served may respond to
the objection by serving supplemental
evidence within ten business days of
service of the objection.

(c) Motion to exclude. A motion to ex-
clude evidence must be filed to pre-
serve any objection. The motion must
identify the objections in the record in
order and must explain the objections.
The motion may be filed without prior
authorization from the Board.

[77 FR 48669, Aug. 14, 2012, as amended at 80
FR 28565, May 19, 2015]

§42.65 Expert testimony;
data.

(a) Expert testimony that does not
disclose the underlying facts or data on
which the opinion is based is entitled
to little or no weight. Testimony on
United States patent law or patent ex-
amination practice will not be admit-
ted.

(b) If a party relies on a technical
test or data from such a test, the party
must provide an affidavit explaining:

(1) Why the test or data is being used;

(2) How the test was performed and
the data was generated;

(3) How the data is used to determine
a value;

(4) How the test is regarded in the
relevant art; and

(5) Any other information necessary
for the Board to evaluate the test and
data.

tests and

ORAL ARGUMENT, DECISION, AND
SETTLEMENT

§42.70 Oral argument.

(a) Request for oral argument. A party
may request oral argument on an issue
raised in a paper at a time set by the
Board. The request must be filed as a
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separate paper and must specify the
issues to be argued.

(b) Demonstrative exhibits must be
served at least five business days be-
fore the oral argument and filed no
later than the time of the oral argu-
ment.

§42.71 Decision on petitions or mo-
tions.

(a) Order of consideration. The Board
may take up petitions or motions for
decisions in any order, may grant,
deny, or dismiss any petition or mo-
tion, and may enter any appropriate
order.

(b) Interlocutory decisions. A decision
on a motion without a judgment is not
final for the purposes of judicial re-
view. If a decision is not a panel deci-
sion, the party may request that a
panel rehear the decision. When rehear-
ing a non-panel decision, a panel will
review the decision for an abuse of dis-
cretion. A panel decision on an issue
will govern the trial.

(c) Petition decisions. A decision by
the Board on whether to institute a
trial is final and nonappealable. A
party may request rehearing on a deci-
sion by the Board on whether to insti-
tute a trial pursuant to paragraph (d)
of this section. When rehearing a deci-
sion on petition, a panel will review
the decision for an abuse of discretion.

(d) Rehearing. A party dissatisfied
with a decision may file a single re-
quest for rehearing without prior au-
thorization from the Board. The burden
of showing a decision should be modi-
fied lies with the party challenging the
decision. The request must specifically
identify all matters the party believes
the Board misapprehended or over-
looked, and the place where each mat-
ter was previously addressed in a mo-
tion, an opposition, or a reply. A re-
quest for rehearing does not toll times
for taking action. Any request must be
filed:

(1) Within 14 days of the entry of a
non-final decision or a decision to in-
stitute a trial as to at least one ground
of unpatentability asserted in the peti-
tion; or
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